
 104 

           Journal of Law Research  
Ҳуқуқий тадқиқотлар 

журнали Журнал Правовых 
исследований ISSN: 2181-
9130 www.tadqiqot.uz №5 

Special issues 2017 
‘ 
 

International Journal of law 
and legal jurisprudence 
studies 
ISSN 2348-8212 www.ijlljs.in 
:Volume 4 Issue  

 

CHANGING FACE OF INTELLECTUAL PROPERTY LAW IN 

INDIA WITH THE ENACTMENT OF THE DESIGNS ACT 2000 
 

                                                                                                    Ambika Mathur and Yatin Savlani1 

Abstract 

 

Intellectual property is a creation of the human mind which cannot be quantified and is an intangible creation of an 

individual’s brain. It is usually expressed or translated into a tangible form which is capable of having certain rights 

assigned to it. Examples of intellectual property include an author's copyright on a book or article, a distinctive logo 

design representing a soft drink company and its products, unique design elements of a web site, or a patent on the 

process to manufacture chewing gum.  with the turbulent change seen in the trade environment, Intellectual Property has 

become all the more important as is characterized by global competition, high innovation risks, short product cycle, need 

for rapid changes in technology, high investments in research and development (R&D), production and marketing and 

need for highly skilled human resources. 

 

This paper deals with the changing scenario of Indian Intellectual Property with the coming of the Designs Act 200 

prior to which India only saw the Designs Act of 1911 which had been passed by the then British Government which 

albeit saw extensive amendments but couldn’t keep up with the tremendous progress that India was making in the field 

of science and technology. To provide more effective protection to registered designs and to promote design activity it has 

become necessary to make the legal system of providing protection to industrial designs in a more efficient manner. To 

achieve these objectives, the Designs Bill was introduced in the Parliament and the Designs Act of 2000 was passed. 
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Introduction 

The term intellectual property denotes the specific legal rights, and not the intellectual work itself. 

Intellectual property (IP) refers to creations of the mind, such as inventions; literary and artistic 

works; designs; and symbols, names and images used in commerce.2 IP is protected in law by, for 

example, patents, copyright and trademarks, which enable people to earn recognition or financial 

benefit from what they invent or create. By striking the right balance between the interests of 

innovators and the wider public interest, the IP system aims to foster an environment in which 

creativity and innovation can flourish. It is important to be aware of what these Intellectual Property 

Rights (“IPR”) are, how they can be protected and, in due course, how to benefit from them.3 All 

products now made, irrespective of how they are to be used or how they are made, they do require 

                                                      
1
 B.A. L.L.B (Hons.),Amity Law School Delhi,Guru Gobind Singh Indraprastha University ,Sector 125, Noida,Uttar 

Pradesh ,India 201301 
2
"property as a common descriptor of the field probably traces to the foundation of the World Intellectual Property 

Organization (WIPO) by the United Nations." http://www.wipo.int/about-ip/en/ 
3
 Correa, Carlos Maria; Li, Xuan  Intellectual property enforcement: international perspectives. (2009).  

http://www.tadqiqot.uz/
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http://www.wipo.int/patents/en/
http://www.wipo.int/copyright/en/
http://www.wipo.int/trademarks/en/
https://en.wikipedia.org/wiki/World_Intellectual_Property_Organization
https://en.wikipedia.org/wiki/World_Intellectual_Property_Organization
https://en.wikipedia.org/wiki/World_Intellectual_Property_Organization
https://books.google.com/books?id=bN3o1uwpKF4C&dq=copyright+infringement+international+acta&source=gbs_navlinks_s
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some form of protection as Intellectual Property. There is an urgent need for enterprises and 

professionals to systematically consider the steps required for protecting, managing and enforcing 

intellectual property rights, so as to get the best possible commercial results from its ownership. 

Intellectual Property (“IP”) has been categorized into Industrial property and Copyright. The term 

Industrial Property traditionally includes patents, trademarks, industrial designs, and geographic 

indications of source. Copyright protection is granted to protect literary, artistic and musical works. 

Rights related to copyright include those of performing artists in their performances, producers of 

phonograms in their recordings, and those of broadcasters in their radio and television programs. 

Intellectual property rights are generally said to be a bundle of exclusive rights granted to the lawful 

owner. 

 

Registration of Intellectual Property  

 

Developments of new products and processes, brand names, content, etc. are resource intensive and 

usually require huge investments. It is therefore, the expectation of the individuals or entities 

creating them that they have exclusive rights over their creation to the exclusion of others. 

Intellectual Property system and laws essentially provides this exclusivity. For certain forms of IP 

like trademark and copyright, the right is born the day the work is created, registration though not 

mandatory provides certain benefits and advantages like prima facie proof of the ownership making 

it easier to enforce the IP right in court. Otherwise, the owner will have to prove that the IP belongs 

to him when the IP is used in an unauthorized manner by somebody else who is not authorized to 

do so. In case of trademark only a registered proprietor can claim and sue for infringement. For 

certain IP like patents and designs, the right is granted upon making application and complying with 

the rules prescribed for their registration. The IP so protected helps the registered owners to reap 

the returns of their investments by preventing others from using the creation without permission. IP 

rights in essence are said to be negative rights. IP rights and registrations help the owner to exclude 

third parties from using the creation in an unauthorized manner and having a free ride on the efforts 

of the original inventor. It provides an incentive to keep creating and benefit from them. 

 

Piracy of registered design 

 

Design has been defined in section 2(d) of the Designs Act, 2000 (hereinafter referred to as “the 

Act”). The object of the Act is to protect patterns, configuration, ornaments, shapes, colour or 

composition of lines that are capable of industrial application. They should be aesthetically pleasing 

and judged solely by the eye. This ocular test has been propounded in the case of Bharat Glass 

Tubes v Gopal Glass Works. 4 

 

                                                      
4
 Bharat Glass Tubes v Gopal Glass Works.  AIR 2008 SC 2520 

http://www.tadqiqot.uz/
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Essential features of a design 

To be registered, a design must have the following attributes as prescribed by section 4 of the Act:  

 The Design must be new or original 

 No prior publication must exist, i.e. it should not have been disclosed to the public in India 

or any other country- it‟s thus advisable to file an application for registration of a design 

before the launch of the products 

 It should be distinguishable from known designs or a combination of designs- these 

primarily include those designs that have already been registered with the designs office 

 It should not contain scandalous or obscene material5 

 

Piracy of design 

Piracy of a design means the application of a design or its imitation to any article belonging to the 

class of articles in which the design has been registered for the purpose of sale or importation of 

such articles without the written consent of the registered proprietor. Publishing such articles or 

exposing them for sale with knowledge of the unauthorized application of the design to them also 

constitutes piracy of the design. 

The proprietor of the design gets exclusive right to apply the design to the article in a class in which 

the design is registered. During the existence of copyright over any design, other persons are 

prohibited from using the design except or with the permission of the proprietor, his licensees or 

assignees. The following activities are considered to be infringement:  

1. To apply for the purpose of sale the design or any fraudulent imitation of it to any article in 

any class of articles in which the design is registered. 

2. To import for sale any article to which the design or fraudulent or obvious imitation of it, 

has been applied. 

3. To publish or to expose for sale knowing that the design or any fraudulent or obvious 

imitation of it has been applied to it (section 22 of the Designs Act, 2000, hereinafter to as 

“the Act”). 

Piracy of registered design- tests of fraudulent or obvious imitation and 

substantial differences 

1. Under section 22 of the Act, any “fraudulent or obvious imitation” of a registered design in 

respect of the class of articles for which the design is registered, amounts to the offence of 

piracy. It is different from the test of piracy under copyright law which is “reproduction of 

                                                      
5
 Ampro food products v. Ashok Biscuit Works (AIR 1973 AP 17) 
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work or substantial part thereof” and in passing off action, where the test is of “deceptive 

similarity” (Brittania Industries v Sara Lee Bakery)6. 

 

2. The test of “fraudulent and obvious imitation” declares that the similarity or difference 

between the two designs must be adjudged from the standpoint of a “customer with average 

knowledge and imperfect recollection” (Veerplast Houseware v Bonjour Internationa)7. The 

distinction between fraudulent imitation and obvious imitation is that, in the former‟s case, 

the design‟s similarity may not be obviously apparent but can be determined on the two being 

closely scanned 8 

 

3. Another test laid down in the same case, was to determine piracy is to find whether there are 

substantial differences between the designs subsequently and previously registered. These 

differences have to be objective in nature, based on the design‟s essential features and not 

merely aesthetic or utilitarian considerations. However, if a new design is similar to the one 

previously registered but lacks a “striking feature” in the previously registered design that 

catches and holds the eye, it is not piracy.   

 

4. One exception to the general rule is where the registered design is made up of a pattern that 

has no striking feature in it, but it appeals to the eye as a whole. It may be that another design 

may be an imitation of it which makes the same appeal to the eye, but if a design has in it a 

striking feature which catches and holds the eye, and which is the one thing that strikes the 

eye when one looks at the design which otherwise may be like a registered design but which 

eliminates the striking feature or alters it so that it is not recognizable. In such a case it is 

impossible to say that one is the imitation of the other. 

 

Penalties against the piracy of registered design 

A registered proprietor can institute a suit for injunction as well as recovery of damages against any 

person engaged in piracy of the registered design. Such legal proceedings can be instituted from the 

date of registration and till the expiry of copyright. However, in case of reciprocity application, the 

registered proprietor can claim damages only from the actual date on which the design is registered 

in India.  

Remedies against the piracy of registered design 

 

                                                      
6
 Brittania Industries v Sara Lee Bakery  AIR 2000 Mad 497 

7
Veerplast Houseware v Bonjour International 2011 (46) PTC 479 

8
 Supra 5 
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The remedies against such piracy has been provided under section 22(2) of the Act, which allows the 

proprietor to receive a fine of Rs 25,000 from the infringer, bring a suit for recovery of damages and 

grant of an injunction against the repetition of such infringing act in the future.  

 

Two alternative remedies are available against the piracy of registered design under Section 53(2)(a) 

and Section 53(2)(b). The proprietor has to elect one of these two remedies. 

 

Section 53(2)(a) provides that if any person acts in contravention of Section 53, he shall be liable to 

pay the registered proprietor of the design a sum not exceeding Rs.500 for every contravention 

recoverable as a contract debt. But the total sum recoverable in respect of any one design shall not 

exceed Rs.1000. 

 

Section 53(2)(b) provides that the proprietor may bring a suit for the recovery of damages for any 

such contravention, and for an injunction against the repetition thereof. In case he succeeds, he will 

be entitled to recover such damages as may be awarded by the court and restrain the defendant in 

terms of the injunction granted by the court. 

 

A plaintiff cannot avail both the remedies. He has to choose one. The Bombay High Court in Calico 

Printers Association Ltd. v. Gosho Kabushiki Kaisha Ltd.9 ruled that the defendant has a right to 

ask the plaintiff to elect between the remedies available to him under Sections 53(2)(a) and 53(2)(b) 

at an early stage of the trial. 

 

A plaintiff cannot have an account of the profits made by the defendant in lieu of a claim for the 

payment of Rs.1000 or for a claim of damages. 

 

In a suit for infringement the defendant can take following defenses: 

(a) He can deny that there was any infringement as alleged, or  

(b) Contend that the design applied by him was materially different from the registered design, or  

(c) That he applied the design with the consent of the registered proprietor of the design, or  

(d) That the plaintiff is not the proprietor of the design, or  

(e) That the registration of the design is invalid as in fact there was no design as claimed within the 

definition under Section 2(5), or  

(f) The design was not new or original or had been previously registered or published in India. 

 

Protection for Designs 

 

With the laws pertaining to one‟s remedies should there be an infringement of their designs not 

being clear, the Designs Act 2000 was enacted to provide better protection to the creation of an 

individual‟s unique work. 

                                                      
9
Calico Printers Association Ltd. v. Gosho Kabushiki Kaisha Ltd.

9
  AIR 1936 Bom 408 
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The purpose of enacting the Designs Act, 2000, was to grant protection to the intellectual property 

of an individual who has created a new and original design.  

 

In a legal sense, a design constitutes the ornamental or aesthetic aspect of an article. A design may 

consist of three-dimensional features, such as the shape of an article, or two-dimensional features, 

such as patterns, lines or color. 

 

However, a design capable of registration cannot consist of a mere conception of the features 

mentioned in the definition of design. Nor, in the case of an article in three-dimensions can the 

design suffice with its representation in two-dimensions. In order to comply with the definition of 

„design‟, it must consist of the features as they appear in the article to which it has been applied by 

some industrial process. (Kiran Shoes Manufacturers v Registrar of Copyrights)10   

 

Prerequisites of registration of designs  

 

1. Novelty and Originality 

 

 Section 2(g) of the Act defines “original” as a design that originates from the author and 

includes those designs which may be old in nature but are new in their application. “The 

word „new‟ in relation to a design means a design which is completely new in the sense 

that it is invented or created for the first time and was unknown before its creations. The 

word „original‟ in relation to a design may mean a new application of an existing or 

known design to a subject-matter. Thus, a design may not be new in the sense that it is 

completely new. It may be an existing or known design but has been applied to a 

particular article for the first time. Such a design, therefore, may be original in the sense 

that its application to the article is new.  

 A „new‟ design is one which comes into existence in public knowledge for the first time, 

whereas an „original‟ design may not be strictly new in the sense that the shape of the 

design is available in public domain but there is newness or originality in applying the 

existing design to a particular article which no one thought of before which amounts to 

newness in creation.”( Reckitt Benkiser (India) Ltd v Wyeth Limited )11  

 

                                                      
10

 Kiran Shoes Manufacturers v Registrar of Copyrights  2012 (50) PTC 14 
11

 Reckitt Benkiser (India) Ltd v Wyeth Limited  2010 (44) PTC 589 (Del) 

http://www.tadqiqot.uz/
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 The Calcutta High Court in the case of Gammeter v Controller of Patents12 held that a 

design in order to be new or original, need not be one that was never seen before as 

applied to an article. It can be achieved by applying an old design to a new use. 

 

 In the case of Bharat Glass Tube Ltd v Gopal Glass Works Ltd13, the purpose of Designs 

Act was enunciated to be the protection of intellectual property of an individual who has 

created a “new and original design.” A “new and original design” has been defined as a 

design invented for the first time, which has not been reproduced earlier.  

 

 The Bombay High Court in the decision of Harish Chhabra v Bajaj Electricals Ltd.14 

highlighted the importance of designs  to be compared as a whole, in order to ascertain if 

the said design is new or original. 

 

 A new or original design means that there must exist, a mental conception expressed in a 

physical form, which has not existed before. It has to have originated in the constructive 

brain of the proprietor. Mere variations in an old design, does not make it new or original. 

Therefore,a slight, trivial, infinitesimal variation in a pre-existing design will not qualify it 

for registration (Steelbird Hi-tech India Ltd v SPS Gambhir)15.  

 

 However, the Court recognized a slight innovation or improvement in the design as a 

new design by itself, capable of being registered independently in Hawkins Cookers 

Ltd v Zaverchand Liladhar Shah16 

 

 

 In The Wimco Ltd v Meena Match Industrie 17and ITC v The Controller of Patents and 

Designs and Ors18 , the Court said, that in order to determine the  newness or originality 

of a design, it is necessary that a design identical with or even materially similar to the 

relevant design, should not have been published or registered previously. To ensure that 

there is newness and originality in the design sought to be registered, an ocular 

comparison of the prior published design with the registered design has to be done by an 

“instructed person”/“skilled person”. Before cancelling the registration of such a design, 

the court also remarked upon the desirability of the controller referring the matter for an 

expert view before taking any decision. 

                                                      
12

Gammeter v Controller of Patents AIR 1919 Cal 887 
13

 Bharat Glass Tube Ltd v Gopal Glass Works Ltd (2008) 10 SCC 657 
14

 Harish Chhabra v Bajaj Electricals Ltd (2005) 5 Bom CR 153 
15

 Steelbird Hi-tech India Ltd v SPS Gambhir 2014 (58) PTC 428 (Del) 
16

 Hawkins Cookers Ltd v Zaverchand Liladhar Shah  2005 (31) PTC 129 (Bom). 
17

 The Wimco Ltd v Meena Match Industrie  [AIR 1983 Del 537] 
18

ITC v The Controller of Patents and Designs and Ors 2017 SCC OnLine Cal 415 
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In case the design is not new, as required by the Act, for registration, the design may still be 

registered if it is original. Section 49 of the Act allows a design to be registered, if it proves to be 

original.  The word „original‟ contemplates that the person has originated something by the 

exercise of intellectual activity. This idea should not have occurred to anyone before, such as a 

particular pattern or shape or ornament may be rendered applicable to a particular article to 

which the creator suggest that it should be applied. For example, the traditional figure of Falstaff 

created by Shakespeare is extremely old, but if a person conceives the idea of making a wine 

beaker in the form of the figure of Falstaff, that would be an „original‟ design for a wine beaker. 

Gammeter v The Controller of Patents and Designs19 

 

2. Prior publication  

 

The section 4(b) of the Act prohibits the registration of a design that has been published to the 

public anywhere in India or in any other country by publication in a tangible form or in any other 

way prior to the date of filling of the application for registration  

 

The Calcutta high court in Khadim Shoe Pvt. Ltd v Bata India Ltd determined the meaning of 

prior publication as “a publication by which the members of the public at large are made known 

the design prior to its registration either by the registered designer himself or by any other party.” 

The intention of the publisher is immaterial. If the design was already available to the public then 

it cannot be reproduced without the permission of the original creator of the designs. 

A design previously registered abroad will be a ground for cancellation of a registered design in 

India. 

 

Process of Registration 

 

The process of registration of a design under the Act requires the following steps:  

 An application for registration of design has to be filed with the prescribed fee with the 

Controller of Patents and Designs.  

 Photographs of the articles from all angles must be filed along with the statement of novelty.  

 A reply has to be filed in regard to the objections raised by the Controller.  

 The design is registered when the objections of the controller are removed.  

 A design is deemed to have been registered as of the date of the application for registration.  

 After registration, the particulars of the design are published.  

 If the Controller rejects the application, the aggrieved person can appeal to the High Court.  

                                                      
19

 Gammeter v The Controller of Patents and Designs AIR 1919 Cal 887 
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Registering a design in India does not have to be through physical filing. Since 09.03.2015 E-

filing facility has been introduced for Designs as well. The e-filing process is the same as the 

process described for E-filing of patents. The added advantage is that if you have a digital 

signature in place for patent e-filings, you can use the same signature for design e-filing as well. 

 

1. Application 

 

Any individual guaranteeing to be the proprietor of any new or unique outline may apply for 

enrollment of design. An application for enlistment of a Design should be routed to the 

Controller of Designs, the Patent Office at Kolkata, or at any of its branch workplaces at New 

Delhi, Mumbai and Chennai. A proprietor may be from India or from a Convention Country of 

the Hague agreement. The Hague Agreement governs the international registration of industrial 

designs. First adopted in 1925, the Agreement effectively establishes an international system – the 

Hague System – that allows industrial designs to be protected in multiple countries or regions 

with minimal formalities. 

 

An ordinary application does not claim priority whereas a reciprocity application claims priority 

of an application filed previously in a convention country. Such an application shall be filed in 

India within six month from the date of filing in Convention Country. Such period of six months 

is not extendable. [section 5, 44 of the Act]  

 Contents of application form  

(a) An application shall be filed in Form-1, along with the prescribed fees, stating the full name, 

address, nationality, name of the article, class number and address for service in India. 

Foreign applicants are also required to give an address for service in India, which could be 

the address of their Agent in India. In case of foreign applicants, it is mandatory to give an 

address for service in India. Unless, such an address is given, the Office shall not proceed 

with the application.  

(b) The class to which the article belongs shall be mentioned correctly in Form-1. Under the 

Designs Rules, 2001, articles have been classified in the Third Schedule based on Locarno 

Classification. It may be noted that for registering a design in more than one class, a separate 

application is required to be filed for each class.  

(c) The application shall be signed either by the applicant or by his authorized agent/legal 

representative. In India, only a registered patent agent or a legal practitioner can be 

appointed as an authorized agent.  

http://www.tadqiqot.uz/
http://www.ijlljs.in/
http://www.wipo.int/designs/en/
http://www.wipo.int/designs/en/
http://www.wipo.int/designs/en/
http://www.wipo.int/hague/en/
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(d) In case, the applicant has already registered a design in any other class of articles, the fact of 

such registration along with the registration number shall be mentioned in Form-1. [Sections 

5, 6, 43, 44 of the Act, Rules 4, 9, 10]  

A Design application may be filed personally by an applicant or through a patent agent/legal 

practitioner. If the application is filed through a patent agent/legal practitioner, a power of 

authority shall be submitted, along with the application. General Power of Attorney is also 

acceptable. [Section 43, Rule 9 of the Act]  

 Priority document  

A copy of the design application filed in the Convention Country shall accompany a reciprocity 

application. The Official Chief or Head of the Organization in which it was filed shall duly certify 

such copy. If the priority document was not filed with the application, the same may be filed 

within an extended period of three months. Extension may be sought by filing Form-18 along 

with the prescribed fee. [section 44 of the Act, Rule 2(d), 15]  

 Representation sheet  

The representation sheet of an article needs to be prepared diligently and shall be filed along with 

the application, in duplicate. The Designs Rules require that four copies of the representation 

shall be filed along with the application. However, as the records are digitized and processed 

electronically, two copies of the representation shall suffice.  

(Representation means the exact representation of the article for which registration is sought. A 

representation may contain more than one page. Representation shall be exactly similar drawings, 

photographs, tracings including computer graphics or specimens of the design. The Controller 

may require a specimen of the article to be submitted at the time of examination, in rare cases. 

[Rule 11, 14, 12]  

2. Registration & publication  

Once the application is registered, it is published in the Patent Office Journal ordinarily within 

one month. The registration number is same as the application number. The date of registration 

of an ordinary application is the date of filing of the application. In case of reciprocity 

application, the date of registration is the date of filing of application in the Convention Country. 

(section 7 of the Act)  

3. Certificate of registration  

http://www.tadqiqot.uz/
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Upon registration, the Controller issues a certificate of registration to the proprietor of the design 

under section 9 of the Act. The certificate is sent by registered post to the address for service. No 

hand delivery of certificate of registration  

4. Cancellation of registration of a design  

(a) The registration of a design may be cancelled at any time after the registration of the design on 

a petition for cancellation in Form 8, along with the prescribed fee.  

(b) Such petition may be filed at any of the four Patent Offices. Such petitions filed in Offices 

other than Kolkata, are transmitted to the Kolkata Patent Office. However, at present, all further 

proceedings of cancellation take place only at Patent Office, Kolkata and hence all 

communications relating to cancellation petitions are required to be communicated to that office.  

(c) The petition for cancellation of registration of a design may be filed on any of the following 

grounds:  

i. That the design has been previously registered in India;  

ii. That it has been published in India or in any other country prior to the date of registration;  

iii. That the design is not a new or original;  

iv. That the design cannot be registered under this Designs Act;  

v. That it is not a design as defined under Section 2(d).  

On the ground that the design is not a new and original,the Supreme Court in the matter of 

Bharat Glass Tubes Ltd. v. Gopal Glass Works Ltd.20 accepted the respondent‟s distinction 

between the design on the engraved rollers and the glass sheets. The Court noted that under 

Section 2(d) design means the application of shape, configuration etc. to any article and since in 

this case the respondent had specifically mentioned in the application form that he was applying 

the designs only to glass sheets, he would have exclusive rights to do so despite the fact that the 

design already existed on the engraved rollers. On the question of whether the design was new 

and original the Supreme Court held that the appellant had failed to establish that the design had 

already been published. The publication of the design on the U.K. Patent Office Website was 

dismissed since it did not clearly establish that the designs in question had been applied to glass 

sheets and also because on a visual comparison the designs did not match each other. The appeal 

was therefore dismissed and the registration of the design was restored to the respondent. 

 

 

Period of Protection  

                                                      
20

Bharat Glass Tubes Ltd. v. Gopal Glass Works Ltd (2008) 10 SCC 657 
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The duration of a design registration is initially ten years from the date of registration but in cases 

where claim to priority has been allowed, the duration is ten years from the priority date. This initial 

period of ten years may be extended by a further period of 5 years, if the registered proprietor 

applies for extension in prescribed manner. [Section 11 of the act]  

Restoration of lapsed design 

If the design ceases to have effect by reason of failure to pay the fees for the extension of copyright 

the proprietor of such design or his legal representative may with the leave of the controller make an 

application for the restoration of the design provided that the design ceased to have effect for not 

more than one year.[section 12] 

Such an application shall contain a statement, verified in the prescribed manner, fully setting out the 

circumstances which led to the failure to pay the prescribed fee, and the Controller may require from 

the applicant such further evidence as he may think necessary. If after hearing the applicant in cases 

where the applicant so desires or the Controller thinks fit, the Controller is satisfied that the failure 

to pay the fee for extension of the period of copyright was unintentional and that there has been no 

undue delay in the making of the application, the Controller shall upon payment of any unpaid fee 

for extension of the period of copyright together with prescribed additional fee restore the 

registration of design.  

RIGHTS OF PROPRIETOR OF LAPSED DESIGN, WHICH HAS BEEN RESTORED 

[Section 14]  

Where the registration of a design is restored, the rights of the registered proprietor shall be subject 

to such provisions as may be prescribed and to such other provisions as the Controller thinks fit to 

impose for the protection or compensation of persons who may have begun to avail themselves of, 

or have taken definite steps by contract or otherwise to avail themselves of, the benefit of applying 

the design between the date when the registration of the design ceased to have effect and the date of 

restoration of the Copyright on registration Restoration of lapsed designs.  

No suit or other proceeding shall be commenced in respect of piracy of a registered design or 

infringement of the copyright in such design committed between the date on which the registration 

of the design ceased to have effect and the date of the restoration of the design. 
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DELIVERY ON SALE OF DESIGN 

1. Pre-requisites 

1) If exact representations or specimens were not finished on the application for registration, 

furnish to the Controller the prescribed number of exact representations or specimens of the 

design. 

2) Each such article to be marked with the prescribed mark, or with the prescribed words or 

figures denoting that the design is registered 

Failure to comply with the pre-requisite mentioned in clause (1), the Controller after giving notice 

thereof to the proprietor may erase his name from the register and thereupon the copyright in the 

design shall cease. 

Failure to comply with the pre-requisite mentioned in clause (2), the proprietor shall not be 

entitled to recover any penalty or damages in respect of any infringement of his copyright in the 

design unless he shows that he took all proper steps to ensure the marking of the article, or 

unless he shows that the infringement took place after the person guilty thereof knew or had 

received notice of the existence of the copyright in the design. 

Power of central government  

Where a representation is made to the Central Government by or on behalf of any trade or 

industry that in the interest of the trade or industry it is expedient to dispense with or modify as 

regards any class or description of articles any of the requirements as to marking, if the Central 

Government thinks fit it may, dispense with or modify such requirements as regards any such 

class or description of articles to such extent and subject to such conditions as it thinks fit. 

 

  Good faith in disclosure of a design 

 

The disclosure of a design by the proprietor to any other person, in such circumstances it would 

be contrary to good faith for that other person to use or publish the design, and the disclosure of 

a design in breach of good faith by any person, other than the proprietor of the design, and the 

acceptance of a first and confidential order for articles bearing a new or original textile design 

intended for registration, shall not be deemed to be a publication of the design sufficient to 

invalidate the copyright thereof if registration thereof is obtained subsequently to the disclosure 

or acceptance. 

 

 

Conclusion 
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The commercial importance necessitates that intellectual property be adequately protected. The 

protection of the resultant Intellectual Property thus assumes significance in order to ensure that the 

investments are recouped in a profitable manner. The protection prevents third parties using the 

protected IP in an unauthorized manner and in case of any unauthorized use provides legal remedies 

to prevent the same and claim damages. The given right to the creator/ inventor is an incentive for 

them to produce ideas that will benefit the society as a whole. 

 

The scope and extent of protection of Intellectual Property Rights are being increasingly 

harmonized around the world for providing business opportunities to protect and enforce their 

rights globally. With regard to design registration the main aim was to stop others from coping a 

registered design irrespective of the mark under which it is traded. However there are a number of 

issues such as distinctiveness and association of the 3D trade mark with the producer of the gods, 

because of which 3D trade marks are generally objected to by Patent Offices. Hence it may be 

prudent to obtain a design registration to secure exclusivity at least in the initial period of a product 

launch. Further, since there is no restriction on the use of a trade mark, before it is registered, 

companies may take a call on whether to register a 3D trade mark for a product or not, after the 

after the product is launched and depending on whether it succeeds in the market. 
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